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Please find below and or attached an Office communication concerning this application or proceeding. 



Application No. Applicant(s) 

10,029,137 NGUYEN, MAI H. 

Office Action Summary Examiner ArUJnit" 

Liping Chen 1632 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1_ MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 136' a: : n no cent. hoAe-.er. ma, a repl; be tnie , filed 
after SIX (6 ) MONTHS from the mailing date of this communicaticn 

- If the period for reply specified above is less than thirty (30) da,s. a reply Aithin the statutory minimum of thirty i30i days «vil I be considered timely 

- If TJO period for reply is specified above, the maximum statutory period will apply and aiII expire SIX i6j MONTHS from the mailing date of this communication 

- Fa lure to reply wthm the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 133') 

- Am, reply received by the Office later than three months after the mailing date of this communication even if timely filed may reduce any 
earned patent term adjustment See 37 CFR 1 704(b) 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) llj Ciaim(s) 1-54 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) \Z\ Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) H Ciaim(s) 1-54 are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)n All b)D Some'cO None of: 

1 O Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) D The translation of the foreign language provisional application has been received. 

1 5) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attachment(s) 

1) CH Notice of References Cited (PTO-892) 4) O interview Summary (PTO-413) Paper No(s). . 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) \Z\ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No{s) . 6) □ Other: 
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Application Control Number: In n2n.i;> Page 2 

Art I Hit: lo >: 

Election/Restriction 
Kot rid i<»n in nne nf t ho Colli iwi nu invent nm- is required under nn I " . S . ( \ 1 2 1 • 

I. Claims 1"7 n ml 1 1 . drawn In ;m isolated nuoloio acid, a vectnr 
enntaininu the isolated nucleic acid, and a host cell, classified in Inn. 
subclass 70.1. 

II. Claims S- 1 0. drawn to poly pep t ide comp rising t ho amino a (ad sequence 
of SKQ II) SO'2 or consoi-\;:o ivo ,,ubsi ii mions. classified in nn< ). 
subclass :Jnl. 

III. Claims 1 1^ - 1 1. drawn to an antibody that specifically binds to a peptide 
comprising t he ami no acid s< 'que nee of SKQ II) NO -2. classified in class 
n.i( ). subclass nS7. 1 

IV. (Maims 1.V2 1. 27-'2N and IS. drawn in a method of screening for a lest 
auent nr identifying a predilection of abnormal an^io^enesis 

com]) rising con t act in u a cell comprising an K( J - 1 iivnc with a t est a^ent 
and detect in lt a eh a nut in t In- expression of an K( 5- 1 iiene product in 
the cell, classified in Inn. subclass 1. or class ni l. subclass 2. 

V. (Maims In and 2-V2S. drawn to a method of screening for a test airent 
or ident if\ inu a predilect ion of abnormal a nuio^ene^is com prising 
cont act inu ;i cell comprising an K( 1- 1 uene with a test auent and 
detect inu a change in t he act ivity of an K( 1* 1 none product in t hi 1 cell, 
classified in bin. subclass I. nr class nl I. subclass 2. 




Application ( ontro] Number: H> <»2^.L> Pauc 
Art I nil: Ko2 

VI. (Mann- *2!)-M(i and 12. drawn to a method of pro-crooning tor an 

auont c( nnpri-inu c< »nt act inn an K(I _ 1 nucleic acid with a tc>t auent ant 
dot cot inn l he specific binding of t ho test a^ont to t ho K( 1- 1 nucleic arid 
classified in class 12d. subclass 1. or class o 1 1. subclass 2. 

\"II. (Maims 2!)-o(i and o!>* 12. drawn to a method oi' prescreeninu fur an 
auent com]) rising cent act in u an K( el protein with a test nuent and 
dot ect inu t bo specific binding of t be test auent to t he VA 1" 1 p rot em. 
classified in class 12o, subclass 1. or class oi l. subclass 2. 

\ 111. Claims bb 17. drawn to a transgenic animal comprising a 

recombinant ly modi fit h\ VA Id uene which does not t ran scribe a 
functional K(! l protein, classified in idass SOU, subclass S. 

IX. (Maims n»-o 1. drawn to a mot hod of inhibiting a nui agenesis comprising 
inhibiting t ho ex|)ression or act ivity of an VA b 1 i^'enc product . olassifiet 
in IMo. subclass 1. 

In add it ion. upon t he (Meet ion of any of uroup IV and \ \ furt her elect ion of t hi 
following patentably di-tinct species of the churned invention is required: 
Contacting cells e.v r/ro. or //; c/ivHto an animaP 

I'pon t lie (Meet ion of any of uroup VI and \ 1 1, furt her (Meet ion of t he following 
patentable ilistmcl species of the claimed invention i- required: 




Application Control Number In n2^.13 Pa^c 4 

Art ( nil: Wo2 

Contacting nucleic acid or protein directly, or contacting nucleic acid or 
protein in cells ex vivo, or in an animal <m vivo) 

The species of different cont act inu of groups 1\ A"I 1 ;uv di>t met because 
t hey differ at least i n object ives. met hod steps, rea trcnt s a nd or dosa m >s. and 'or 
schedules used, response variables, and criteria for success. 

Cpon t be (dect ion of ^ rou]) IX. furl her elect ion of t he following paten! ably 
dir-iirn i species of the claimed invention is requirod : 

A ribozyme, a catalytic DXA. homologous recomhmaiton. intrabody. 
ant i sen sc. K( 1- 1 poly upept ide. or ant ibody 

These species arr distinct because they are drawn to materially different 
met hod- usinLi" com posit ions having different chemical st ruet ures. physical 
properties and biological functions, and requiring se])arate search. 

The inventions are distinct, each from the other because: 

(In nip- ! ■ ! ! I a nil VIM are dist inet fr< mi each ot her because t hey are drawn to 
com posit ions havinu different chemical st ruct ures. physical propert ies and 
biological functions^ poly nucleot ides, polypeptide, antibody, and transgenic animal, 
respect ively. which require separate search. Search for any uroup does not require 
search for all ot hers. Since t he classifieat ion for each is different . t he search for 
each irroup would not be coextensive. They an* not obvious variants and deemed 
patent ably dist inct . 
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Art I nit: W>32 

( in nip IV and \" are (list mot fn mi each ot her because t hey arc drawn to 
distinct detecting method-- u'ene expre>>ion. or protein activity. These method- 
dit'ler at least in object ivos. method >tep>. reagents and or do-aues. and or schedules 
used, response va riables. and criteria for siicce>>. Thus, groups IV and V are 
patentablv distinct from each other. 

Croup VI and VII are independent from each other because t hoy are drawn to 
materially distinct methods: binding to nucleic acid, or binding to protein. These 
methods differ at least in objectives, method stops, reagents and or dosages, and/or 
schedule- used, response variables, and criteria for success. Thus, groups VI and 
\ II are patentablv distinct from each other. 

Croups IV-V and IX and groups \ IA II are independent from each other. The 
detecting uene o\])ression of groups IV-V and IX is not needed for the detecting a 
testing auent binding to nucleic acid or protein ol'uroups \ I\ II. and vice versa. 

Croups IV-V and m*oup IX are distinct from each other because they are 
drawn to materially different met hods usinu com posit ions having diff' > nmt ehi mica] 
structui'es. physical properties and biological functions: polypeptides or 
polynucleotides, which have different classifications and require separate search. 
They are not obvious variants and deemed patentablv distinct. 

Croups Id 1 1 and groups IV-V II and IX are related as product and process of 
use. The invent ions can he shown to be dist inct if eit her or hot h of t he following can 
be shown: U ) t he process for usmu t he product as claimed can be practiced wit h 
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Art I 'nit: Ko2 

.•mother materially different product nr ^' t ho product as claimed can ho used in ;i 
materially different proee>s of usinii that product i.MPKP $ S( ().")( h n. In the 
instant case ^roup I can ho used lor recombinant polypeptide production, uroup II 
can ho used for antibody product ion and ^roup III can be used for 
imimmopreeipitat ion. 

Croup VII and groups I \ - \ 1 1 and IX are independent from each other. The 
transgenic animal of ;uroup VIII is not needed lor the methods of groups IY-YI1 and 
IX. and vice versa 

Because these inventions are distinct tor the reasons uiven above and have 
acquired a separate status in the art as shown by their different classification, 
because of their recognized divergent subject matter, and the search required for 
any m'oup is not required for remaining groups, restriction for examination 
purposes as indicated is proper. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed CiT CFR 1.1 !:}>.> 

Ap])licant is reminded that upon the cancellation of claims to a noirelected 
invention, the inventorship must he amended in compliance with o7 CFR 1. 1 S ( b ) if 
one or more of t he currently named inventors is no longer an inventor of at least one 
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claim remaining in t h* ■ applieat k hi. Any amendment of inventorship must bo 
accompanied by a request under :S7 CFP 1. IS(b) and by tbo too required under M7 



Any inquiry coneerninu tbis eommunicnt ion or earlier eommunirat ions from 
the examiner should he directed to Piping Chen, whose telephone number is (70:}) 
• iuo-iM^. 1 he examiner can normally be reached on Monday through Friday from 
S:()() to o:()() (Eastern Standard Time). Should the 1 examiner be unavailable, 
inquiries should be directed to Deborah Reynolds. Supervisory Primary Kxammer of 
Art I'nit IO.'Sl!. at (7o:P 00.7-10,71. Any administ rat ivo or procedural questions 
should be directed to Dianiece daeohs. Patent Analyst, at (7o:J) 0O.VH0NS. Papers 
related to this application may be submitted to (iroup 1000 by facsimile 
transmission. Papers should lie faxed to (Iroup 1000 via the PTO Pax ( enter 
located in Crystal Mall 1. The faxinu of such papers must conform with t hi 1 notice 
published in the Official Ca/ette, 1000 OC (November 1-7. lOSOb The CM1 Pax 
Center number 1- <70:i) ;5()S-S7ii 1. 



CFP 1.17(f). 



Lipinu ( 'hen. Ph.D. 
Patent Kxaminer 
( Iroup \i\:]*2 
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